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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 



- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 



3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim (s) 19-34 is/are pending in the application. 

4a) Of the above claim(s) 29-31 and 34 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 19-28,32 and 33 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

Claims 19-28, 31 and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Heiligers WO97/20315 published 05 June 1997 (as represented by US 6,029,811 which is 
the national stage of this application) in view of Sammet US 4,978,005 and further in view of 
Examiner's Official Notice. 

Or, in the alternative, claims 19-28, 31 and 32 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Sammet US 4,978,005 in view of Heiligers WO97/20315 published 05 
June 1997 (as represented by US 6,029,81 1 which is the national stage of this application) in 
view of Examiner's Official Notice. 

In a nutshell, Sammet discloses indicia in the form of the title of a compact disc (data 
carrier) that is disposed on the jewel case (storage device) for that disc (plate-shaped data 
carrier). Sammet does not disclose the method through which the title is disposed on the case, 
but the title is, of course, specific to the data carrier within the case. Sammet does not disclose 
the purpose of the application of the title to the case. However, the invention of Sammet is for 
the purpose of providing identification to disc cases so as to make the storing and filing of the 
discs easier. 

Heiligers discloses the process of in-mold labeling during the injection molding of cases 
like that of Sammet for the purpose of providing print (i.e. the title of Sammet) to the case. 
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The Examiner takes Official Notice that in-mold labeling has an art recognized benefit of 
providing labeling to packaging in a durable form that cannot be removed. 

Accordingly, it would have been obvious to one of ordinary skill in the art to use the in- 
mold labeling method of Heiligers to apply the protective means (the title) to the case of 
Sammet so as to provide the title in a manner that ensures that the protective means cannot be 
removed from the case. 

Again, with respect to the claim limitations of placing a second protective means that is 
different from the first protective means on a second storage device, and controlling the 
placement of the first and second protective means through a computer, the Examiner again 
takes Official Notice that the injection molding machines (of Heiligers) that are used to 
manufacture compact disc jewel cases are used for thousands of cases having many different 
titles. And, theses machines, like most high volume manufacturing machines are, of course, 
computer controlled. 

Additionally, the system of Sammet is base on many different compact disc titles having 
their title displayed on the case. 

Accordingly, the claim limitations of placing a second protective means that is different 
from the first protective means on a second storage device, and controlling the placement of the 
first and second protective means through a computer would be the logical manner of placing 
the different titles of Sammet each onto a different compact disc case using the manufacturing 
methods of Heiligers. 
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In the alternative, it also would have been obvious to one of ordinary skill in the art to 
modify the reference of Heiligers which discloses the method of placing information of unknown 
type in the form of print on a compact disc case through in-mold labeling with the teachings of 
Sammet of placing the information in the form of the title of the compact disc on the disc case so 
as to provide the discs of Heiligers with the benefits to disc storage and filing that follow from the 
application of the teachings of Sammet. 

Again, with respect to the claim limitations of placing a second protective means that is 
different from the first protective means on a second storage device, and controlling the 
placement of the first and second protective means through a computer, the Examiner again 
takes Official Notice that the injection molding machines (of Heiligers) that are used to 
manufacture compact disc jewel cases are used for thousands of cases having many different 
titles. And, theses machines, like most high volume manufacturing machines are, of course, 
computer controlled. 

Additionally, the system of Sammet is base on many different compact disc titles having 
their title displayed on the case. 

Accordingly, the claim limitations of placing a second protective means that is different 
from the first protective means on a second storage device, and controlling the placement of the 
first and second protective means through a computer would be the logical manner of placing 
the different titles of Sammet each onto a different compact disc case using the manufacturing 
methods of Heiligers. 

With respect to the dependent claims, the Examiner previously asserted that these are 
the known steps of in-mold labeling and the known case structures. This assertion was not 
contested. 
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Response to Arguments 

Because of the new grounds for rejection the previous arguments are moot. However, 
the Examiner agrees that Butler WO/98/19305 does not describe the use of holograms that 
have information that is specific to the data of the data carrier that is disposed on the case, and 
the Examiner further agrees that it cannot be said that Butler describes in-mold labeling as the 
manner in which the holograms are dispose on his cases. 

Having said this, should the Applicant pursue the non-elected claims drawn to the 
method of providing protective means in the form of a hologram, it is the belief of this Examiner 
that there will be difficulty on the part of the Applicant in showing patentability of those claims. 
Specifically the difficulty will be one of convincing the Examiner that one of ordinary skill in the 
art, when starting with the case of Butler that appears to disclose an adhesively applied 
hologram without any information that is specific to the compact disc stored within it, would not 
follow the path that has been taken in the use of holograms in such things as ID cards and 
credit/debit cards. That path being one of providing the hologram in a manner in which it cannot 
be removed from the card (as opposed to the previous use of hologram stickers), and including 
additional information with that hologram in the form of a bar code (as opposed to the use of a 
generic hologram). See for instance US 5,422,744, JP 41051643, US 5,141,212, US 
6,164,548. As these claims are non-elected the references are provided as a courtesy. The 
Examiner uncovered these references while searching the claims under examination, and it 
should not be construed that the Examiner has completed the searching/examining this 
concept. However, the Examiner greatly appreciates the extent to which the Applicant pushed 
the ball forward by limiting the claims under examination. What goes around comes around. 
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Should the Applicant wish to discuss this case in a formal interview, the Applicant should 
contact the Examiner. This is not a "slam-dunk" examination. The issues regarding 
patentability of the presented claims are difficult to resolve. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jerrold Johnson whose telephone number is 571-272- 
7141. The examiner can normally be reached on 9:30 to 6:00 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mickey Yu can be reached on 571-272-4562. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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